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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I in the reply filed on July 21 , 2009 
is acknowledged. 

Claims 11, 12, 21 and 26-30 are withdrawn from further consideration pursuant 
to 37 CFR 1 .142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on July 
21,2009. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statements (IDS) submitted on April 3, 2006, January 
25, 2008 and July 31 , 2008 were noted and the submissions are in compliance with the 
provisions of 37 CFR 1 .97. Accordingly, the examiner has considered the information 
disclosure statements. 



Claim Objections 
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Claims 13, 16, 18, 19 and 22 are objected to as depending from a withdrawn 
base claim. 

Appropriate correction is required. 

For purposes of examination, claims 13, 16, 18, 19 and 22 have been interpreted 
to encompass the properties of base claims 1 1 and 21 . 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Oshimura et al. (EP 0826766, published March 4, 1998). 

The Oshimura et al. reference (Oshimura) discloses a wash composition 
comprising a N-long-chain-acyl dipeptide or salt and a N-long-chain-acyl acidic amino 
acid exhibiting properties such as low irritation to skin, high resistance to water and an 
excellent feeling upon use (abstract). More specifically, Oshimura discloses that the 
dipeptide used can be N-(N'-long-chain-acyl-alpha-aspartyl) aspartic acid (page 3, lines 
49-54) and that the N-long-chain-acyl acidic amino acid can be derived from aspartic 
acid and can have an acyl group having from 8-22 carbons (page 3, lines 54-56). 
Oshimura further discloses that the wash composition may contain other surface active 
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agents including higher fatty acids or salts thereof as component (C) of the invention 
(page 4, lines 38-42). The invention is further exemplified through Formulation Example 
2 (page 13) where a shampoo is formed using 2% triethanolamine N-(N'-cocoyl-alpha- 
aspartyl) aspartate, 20% triethanolamine N-cocoyl aspartate and 4% coconut oil fatty 
acid diethanolamide. Given that Oshimura discloses the limitations of claim 1, claim 1 is 
anticipated by the reference. Regarding claim 22, given that Oshimura discloses a 
composition that is essentially identical to the cleansing composition that applicant is 
claiming [i.e. comprises component (A) of formula (1)], such a composition would 
inherently possess the claimed properties. Products of identical chemical composition 
can not have mutually exclusive properties. A chemical composition and its properties 
are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In re Soada 15 
USPQ2d 1 655, 1 658 (Fed. Cir. 1 990). See MPEP 21 1 2.01 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10, 13-19 and 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oshimura et al. (EP 0826766, published March 4, 1998). 
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The rejection of claims land 22 has been addressed supra. 
Oshimura teaches a wash composition comprising a N-long-chain-acyl dipeptide 
or salt and a N-long-chain-acyl acidic amino acid exhibiting properties such as low 
irritation to skin, high resistance to water and an excellent feeling upon use (abstract). 
More specifically, Oshimura teaches that the dipeptide used can be N-(N'-long-chain- 
acyl-alpha-aspartyl) aspartic acid (page 3, lines 49-54) and that the N-long-chain-acyl 
acidic amino acid can be derived from aspartic acid and can have an acyl group having 
from 8-22 carbons (page 3, lines 54-56). Oshimura further teaches that the wash 
composition may contain other surface active agents including higher fatty acids or salts 
thereof as component (C) of the invention (page 4, lines 38-42). 

Oshimura, while teaching the incorporation of a long-chain-acyl dipeptide or a 
salt thereof, does not appear to explicitly teach (i.e. in a single example) the 
combination of N-acyl-diaspartic acids in a single preparation. Oshimura also does not 
appear to explicitly show the instantly claimed weight ranges or speak to the pH of the 
formulation. 

It would have been prima facie obvious to one having ordinary skill in the art at 
the time of the invention to combine the teachings of the Oshimura reference and 
include a combination of N-acyl-diaspartic acids (or salts). One would have been 
motivated to do so because the Oshimura reference suggests that the N-long-chain-acyl 
dipeptides can be used in combination with one another (page 3, line 39). Oshimura 
further exemplifies this suggestion by using dipeptide compositions of glutamate (page 
13, Table 13). 
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It would have been prima facie obvious to one having ordinary skill in the art at 
the time of the invention to combine the teachings of Oshimura and arrive at the 
instantly claimed weight ranges. One would have been motivated to do so during the 
routine optimization process because Oshimura teaches that the ratio of the dipeptide 
component and the N-long-chain-acyl acidic amino acid may be varied between 0.1:100 
and 20:100 while still achieving satisfactory results. Oshimura further teaches that the 
amount of component (C), the fatty acid or a fatty acid salt, can be up to 30%. This 
teaching is further exemplified through the formulations taught by pages 12-14 of the 
reference. 

Regarding claim 2, page 3, line 39 of Oshimura teaches that that the N-long- 
chain-acyl dipeptides can be used in combination with one another (page 3, line 39). 

Regarding claims 3-5, Oshimura teaches that the ratio of the dipeptide 
component and the N-long-chain-acyl acidic amino acid may be varied between 0.1:100 
and 20:100 while still achieving satisfactory results. Oshimura further teaches that the 
amount of component (C), the fatty acid or a fatty acid salt, can be up to 30%. This 
teaching is further exemplified through the formulations taught by pages 12-14 of the 
reference. 

Regarding claim 6, page 2 of the reference teaches that N-long-chain-acyl acidic 
amino acid salts exhibit excellent solution stability in the weakly acidic pH range. One 
having ordinary skill in the art would interpret a pH of 5.0-7.0 as "weakly acidic." 
Although Oshimura does not appear to explicitly teach a formulation in the instantly 
claimed pH range, it would have been prima facie obvious to one having ordinary skill in 
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the art to adjust the pH to the weakly acidic range. One would have been motivated to 
do so because Oshimura teaches that such a range is mild to skin, exhibits less 
stretching feeling of the skin after use and also less irritation (page 2, lines 23-28). 

Regarding claim 7, Oshimura teaches that the N-long-chain-acyl acidic amino 
acid is derived from aspartic acid and has an acyl group having 8 to 22 carbon atoms. 
Note that where the prior art ranges overlap or encompass the claimed ranges, a prima 
facie case of obviousness exists (MPEP 2144.05). 

Regarding claims 8-10, Oshimura teaches that salts of alkali metals such as 
sodium, potassium, triethanolamine, ammonium, etc. can be used for both components 
(A) and (B). See page 3, lines 35-40 and page 4, lines 3-7. Additionally see Tables 13- 
15. 

Regarding claim 13, page 3, line 39 of Oshimura teaches that that the N-long- 
chain-acyl dipeptides can be used in combination with one another. 

Regarding claims 14-17, Oshimura teaches that the ratio of the dipeptide 
component and the N-long-chain-acyl acidic amino acid may be varied between 0.1:100 
and 20:100 while still achieving satisfactory results. Oshimura further teaches that the 
amount of component (C), the fatty acid or a fatty acid salt, can be up to 30%. This 
teaching is further exemplified through the formulations taught by pages 12-14 of the 
reference. 

Regarding claim 18, page 2 of the reference teaches that N-long-chain-acyl 
acidic amino acid salts exhibit excellent solution stability in the weakly acidic pH range. 
One having ordinary skill in the art would interpret a pH of 5.0-7.0 as "weakly acidic." 
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Although Oshimura does not appear to explicitly teach a formulation in the instantly 
claimed pH range, it would have been prima facie obvious to one having ordinary skill in 
the art to adjust the pH to the weakly acidic range. One would have been motivated to 
do so because Oshimura teaches that such a range is mild to skin, exhibits less 
stretching feeling of the skin after use and also less irritation (page 2, lines 23-28). 

Regarding claim 19, formulation example 3 incorporates sodium stearate into the 
preparation. 

Regarding claim 23, page 3, line 39 of Oshimura teaches that that the N-long- 
chain-acyl dipeptides can be used in combination with one another (page 3, line 39). 

Regarding claims 24-25, Oshimura teaches that the ratio of the dipeptide 
component and the N-long-chain-acyl acidic amino acid may be varied between 0.1:100 
and 20:100 while still achieving satisfactory results. Oshimura further teaches that the 
amount of component (C), the fatty acid or a fatty acid salt, can be up to 30%. This 
teaching is further exemplified through the formulations taught by pages 1 2-1 4 of the 
reference. 

Conclusion 

No claims are currently allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TANIA ASHBY whose telephone number is (571)270- 
1348. The examiner can normally be reached on Monday through Friday, 7:30 to 5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached on (571) 272-0614. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/TA/ 

/David J Blanchard/ 

Primary Examiner, Art Unit 1643 



